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To preserve patent rights, avoid offers for sale

Appeals court clarifies what constitutes putting an invention “on sale”

By David R. J. Stiennon

Oflering a product for sale pror 1o applying for a
patent could ullimately bar a patent application, and
consequently, patent protecton.

Once a product is described in a printed publica-
tion, of is in public use or on sale in the UL, 5., the clock
starts running on tha patent application procass. Tha
patent must be applied for within one year or the prod-
vt cannol ba patented, Without patent protecton, tha
product bacomes falr game for competitons.

Thie cost of the paient appcation process often
forces companies 1o canalully examing product Meas
and guess whach will develop into successiul products.
A business often cannot apply for a patent on every
new idea. Bul trying to guess which product idoas ane
liely 1o genarata a profil can be aven maore difficult.
Somatimas, i makes sense (o wail until the idea
progressas o a prototype and finally, a marketable prod-
uct, bafore deciding whether to apply for a patent. In
other cases, it might be wisa to wal until & product is
introduced on tha marke! to gauge consumer reaction.

Howsver, when a manufactuner waits (o fils & paton
application, certain évents could triggor the stan of the
one-year pariod in which an applcation must be filed.

Ir the L. 5., & palend miest be apalisd for within ona
yaar of the date of any of the foliowing evenis:

B The publication of a description of the idea any-
whiana in the worid,

B The public use of the product in the U, 5,

B Flacing the product on sals in the U, S

The description of an idea can ba published in sey-
eral forms. For example, # may appear in sales litera-
fure, advertising, & website or news Siones pnor b0 Com-
mercial intneduction. Producess of Sustom products ane
particularty susceplibie {0 problems imaohsing commuani-
cations with customers about new inventions. Oncea
product idea is communicaled outside of a company,
whether o generale ofders of gaugd CONSUMET reac-
tion, the invention may be considered to be in public
Ligé,

Problems might also occur whan a manufaciurer is
approachad with a particular product need. Tha
company’s engineers mighl prepare one or mone de-
sign solutions, and the cuslomer may choosa 1o pro-
ceed with only one of those solutions, The solution not
selecied mighl also ba patentable if a suitable customar
i found, Bul how can disclosure of that idea ba pra-
varted until it is sold?

A written confidentiality agreemant, executed by
the customer, can pravent public disclosure of the un-
s imeentions or ideas. Howeser, the mannar in which
the designs ane presented to the Customer can deler-
mine whether sach design has been placed “on sale.”
Once a design is “on sake,” the one-year patent applica-
tian pariod is triggered, even if the offer is conlidential.

in June, the Courd of Appeals lor the Federal Circult
clarfiad tha standard for an offer for sale, In Groop
One v. Halimark Cards, the cour stated that it would
look 1o the Uniform Commercial Code [UCC) 1o deter-
mineé whather a communication rises (o the level of a
commearcial offar for sake, Under patent law, the coun
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said, “Only an afer which rises to the lavel of a
commencial offer for sale, one whach the othar party
could make into a binding contract by simphe ac-
ceptance (assuming consideration), constitutes an
offer for sake.”

To avoid the imprassion thal an invention is for
sale, manufacturers can make soma lairfly simple
modifications to written documents, and spoken
communications. When discussing a new idea or
product:

B [Donotuse the terms "l affer” or "1 promise.”

W Siate in all written cormespondence, “This is not
a commascial offer under the Liniforn Commer-
cigl Code.”

B Inspoken communications, emphasize thal the
company s not making a commitmeant 1o pro-
vide the product, o provide the product at a
particular prica.

Product lests and clinical trials, especially
those in which funds change hands, present a spe-
clal case. Consuft with counsel to structure such
iransactions to avoid being construed as sales.

Onoe a product has been sold, the existance of
an offer for sale will be assumead, Thenefore, i 15
important to maintain records of the dates of prod-
wct sales 1o determing when the one-year applica-
thon penod began 1o run.

By empiloying a cautioes approach o commu-
nicaticn with customers and consumers, manulac-
furers buy the time neaded to evaluate tha commiar-
cial prospects of an invention. However, the evolv-
ing patent law systam makes it advisable to check
with a palent atiormey within one year of the con-
ception of an invention. The patent atlomday can
detarming whan it will be necessary Io file a patent
application.
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