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New law offers little protection to inventors

For two centuries, the contents of an invantor's LS.
patent application has bean a well-guarded secret.

Bul the Amencan Inventor's Profection Act may
change that. The new law requires publication of LS.
patent applications within 18 months of filing, if the ap-
plication has also been fled in another country. These
nixw provisions, which apply to patent applications fed
after Movember 29, 2000, bring U.5. law in line with
mast foreign patent offices, where publication within 18
months of filing is the nom.

“Although this change is significant, many inen-
tors will see no impact,” said David A. J. Stlennon, a
patent atiomey at Lathrop & Clark LLP.

Stennon said a large number of patént appheabions
are granied in less than 18 months. In addibon, the
L5, Patent and Trademark Ofice (USPTO) is working
to sagnilican by shomen the tme from application o patent
SsuaNCE.

The law also permits an applicant who agrees not
1o file a foreign application, based on the U.S. applica-
ton, 10 opt ot of publication. In addstion, provisional
applicalions, design patent apphcations, applications
subject 1o a secrecy order, and abandoned applications
will not b published.

While the new law provides an advance ook al an
invention, it also recognizaes thal competitors may take
unfair advantage of the information.

Praviously, damages for patent infringament wers
calculated from the day of the palenl's issuance,”
Stiennon said. “Now, damages may begin 10 accrue

{rom the day the patent application is published.”

Stennon said this pan of the new kaw providas in-
wenions with a big stick to fight off atiomptod nfringors.

“ARhough only a reasonable royalty may be oblained
for activities that infringa the panding application=ihars
ara no triple damages lor willlul infangement—a polen-
tiad infringer will have 1o exercise caution,” he said. “The
benefits of provisional rights may lead applicants to rush
to pubBcation, aven il it i not Compulsory.”

Stiennon said it is 100 soon to delerming how long
it will taka the LISFTO to publish an application, but the
naw law pammits applicants 1o requés! publicabon be-
fore tha 18-month statutory date. For sxamphs, inven-
tors who are aready selling & product, and don't carg
about earty dischosura of the applicalion contants, may
want o immadiataly stake out Aghls to tha mantion by
publishing the apphication as quickly as possible

Thie USPTO will accept requests for early publica-
tion if the applicaiion has beean filed or refiled alecinoni-
cally via the Intermat. Whils the software for alectronc
filing has onky recenily become available, it permils se-
cure transmission of the application, drawings and the
signed application documants.

The 18-month publicabion nule provides many ad-
vantages o competitors working on similar inventions.
The mformabion prowvided may be used for designing
around a patent, avoiding well- profecied imentions and
directing research activities. There is, however, no obli-
gation 1o investigale published applications. ¥ a manu-
facturer is unaware of a patent application, damages do
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nalt begin 1o accrue until the patent issues.

“In some respects, the new Llaw may be said i
change nothing,” said Stennon. T a foreign applica-
B is ot fibed, sacrecy can be maintained, and pub-
lication avoided. In addition, while published applica-
Hons can give a competitor some idea of the scopa
of a patent apphcation, the actual claims granted will
remain & secrel until the patent is issued.™

On the other hand, he continued, the new law
marks a dramatic break with traditional U. 3.

palent practice, *Mo longer is the disclosure of a
patent application contingent wpon the grant of a
patent,” Stiennon said. “Insiead, disclosure is the
prica that must be paid for conssderation of a patent
application,”
HRE

David B. J Stiennon provides achvice and counsel on
el CsICUSon I nopencen IS and manulaciues

Thwoughiout his canger, Stennon has witlen ihe apph-
cations for and prosecuted hundrods of palents. He has
Wmuwmm
aarannar A Dyl ACCessones, riang machaery, vl
aonary devices, midanial hanoling equipmenl, sports and

hunfing equigmenl, heavy machinery, aerospace whickos,
and scenfific appariius,

Hig puparience allows him o ofler chenis an wnder-
sianging of mechanical engineenng and the lechnical imn-
guage requred o sucossshully colmin & patent.

Stisanon recently prosscuted & palen for & low cosi
convenence product deveioped by O Wisconsn cisintufor
of agriculural producis.  In Mal case, a palenl' applicalion
was dalfed, Sed, and proseculed o ssuancs. Dunng ihe
cowrse of prosecuiion, compaiion mioduced naavdy -
cal producl Ligon dduines of M s, Sl was Doughd
agangl & romoar of infongers.  Lipon S Bhing of P GBS
i infnngors immadialey haited progociion,

Mo nleo reprosenisd a0 indapanden Fmeenior Sesking
palant on B Bmesavwng office product.  Afer overcoming LLS.
Paionl and Trademank Otfice reyechons. 8 palen was ob-
mingd and the imanior was abie o foense s product 1o a
major manufsciunes,
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g machancs and & law oegres from the Linhersly of WS-
congin.  He s a member of ihe Stale Bar of Wisconsin and
has been agmitted o praciice before e U5, Patend and
Tradarmark Ofice.  Stiennon i & member of the Amevican
i Wiscorsin fnksSachagl PropeTy Assocabons, e Ame-
can inatiute of Apnaunics and Asironaulics, e insifuie of
Eincirical and Electronic Engineers. and the Socefy of Manu-
faciuring Engingers.
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