IP INSIGHTS

Vol. 2, No. 6 June 2001
Trademark alert: .info and .biz are here!
Has this ever happenad 1o you? axciusively by the World Intellectual Property Organi-

You protected your company's name by registaring
it a5 a trademark, bul then discoverad that someons
elsa had already registered it as a domain name, lmil-
ing its commercial value o your business. If so, keep
reading.

The Intermat Corporation for Assigned Mames and
Numbaers [ICANN) recently authorized the creation of
saven new Top Level Domains, squivalent to .com. For
limited ime penods, the domain namse registries for info
and bir are offering special sendices (o frademark own-
Brs.

However, rademark ownsers must act now 1o laka
advantage of opportunities available through the info
and biz domains thal may help prolect their marks
against infringement and cybersquatiers.

dnfo

Betwean June 25 and July 25, 2001, the “sunrisa
periad.” any tradamark owner may negisiar an .info do-
miain name that is identical to its registered rademark
{provided the registration has been issued in the U.S. or
abroad prior to Oclober 2, 2000).

During this period, a rademark owner has the ex-
clusiva right 1o registar its mark with the suffix info.
Mon-irademark owners are barrad from registering an
Jnfo domain during this period.

Therefore, a trademark owner is guaranbesd use of
its mark in the .info domain, unless anothar entity owns
the same mark (for different goods or services, for ex-
ampla) or claims o own i

Adilias, the .info registry operator, does not verify
the truth of such claims. It has, however, created a
spacial disputa resolution process called the “suniise

challange.” Dispule resoluticn sarvices will be provided

zation (WIPO) duning the sunnsa panod.

Exampile: Canina Helpers, which owns a tradamark reqg-
istration for HAMNDY PAWS, discovers Lhat
handypaws.inlo has baen reégistared by a lhird party
during the sunrisa period, Believing the third-party reg-
istration to be fraudulant. Canine Helpars iniliates sun-
risa challenga proceadings bafors WIPD with the hope
of oblaining the handypaws.info domain regisiraton.

iz

The biz domain has been cheated exclusively for
commercial or busness purposes,

Neulevel, Inc., the registry operator for biz, has
craated an IP Claim Service. Through July 9, 2001, a
trademark owner may submit an IP claim by providing
details about the mark it wishes to claim.

Aftar a trademark owner submits an IP claim,
Meaulavel will notify the owner if a third party apphes o
register the claimed mark as a domain name, once the
ragisiration perod opens on June 25.

This procass offers several banafits. The owner eo-
pends fewer resources o discover infringement, and can
raspond quickly 1o protect its mark. MeuLewvel will also
nodify the party apphying o register tha namsa that some-
one ¢lse has claimed i, putting that third party on no-
tice that its chosen name may infringe another's irade-
mark, Finally, submitting an IP claim gives the trade-
mark owner access to Neulevel's dispute resolution
process, polentially a faster and less sxpansive pro-
cass than a traditional lawsuit.

Submitting an IP claim does mof provide regisina-
tion of tha claimad mark as a .biz domain. Insiead, it
functions solely lo advise third parties of the trademsark
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owner's claim to a given mark. NeuLevel accepls
claims from any party without authenticating them,
s0 that multiple parties could claim the same mark
or a nonowner could fraudulantly claim another's
mark.

While this will not preven! a bona fide ownear
from claiming its mark, it could complicate the dis-
pute resolution process. Neulevel charges aboul
£90 per mark for its service.

Exampie: Hypothatical Promations, Inc. owns a reg-
istration for the trademark STAR for usa on promo-
tional ilems, and fles an IP claim with NeuLevel dur-
ing the IP Claim Perod in order to prevent others
opens on June 25, Rival Promotions Comoration ap-
phes to register star.biz as its domain name. Neuleval
nofifies Hypothetical that Rival has applied lor the
starbiz domain name. It also notifies Rival that Hy-
pothetical has already claimed rights to that domain
name. Rival reluses to withdraw its application and
registers starbiz. Hypothetical can initiate dispute
A caution

A final word of caution: many domain-name reg-
istrars offer preregistration processes that they

claim will help anyone wishing to obiain a particular
domain name. These preregistration ollers are not
the same as the IP Claim Service and sunrise pe-
riod describad above. Thay are not officially sanc-
tioned by either ICANN or the registry oparators.

While the methods used by some of the regis-
trars may increase an applicant’s chances of ob-
taining a particular name, there is no guaraniea.
Therelore, ICANN and the FTC caution consumers
against paying for such sarvices.
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