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Proper marking protects valuable IP rights

Owmars of patents, frademarks and copyrights can
greatly enhance thair rights by marking products, ad-
vertising and promotional materials with the appropnale
wonds or symbols.

"Marking products provides notice and waming 1o
compeftifors who mighl olthersise assume a nght 1o
copy,” said Theodors J. Long, an intelleciual property
aliomey al Lathrop & Clark LLP. "Marking can also
create and enhance the owner’s night lo damages from
infringers.”

For example, natica of a prospective patent can be
given with the marking, “Patent Appled For® or “Patent
Panding.”

“However, such markings cannol be placed on an
arficke until an application for palent has been actually
filed in the U. 5. Paten! & Trademark Office (PTO), and
must be removed in the avent that all patent apphcabons
covering the product are finalty rejected and abandoned,”
Long said. “Alhough not spectfically required undar patent
law, such markings give fair warning that a manufacturer
is seeking patent protection for a product.”

Once a patent has issued, marking the word
“Patent” and the patent number on the product provides
public nofice of the patent and the scope of 15 profec-
tion. In the absance of such notice, tha paten! ownar
can generally collect damages from infringers only for
products sold after the infringer had actual knowledge
of the patent.

Words, phrases, slogans and aristic depictions that
distinguish a company's goods and services from the
competition often function as a trademark or sarvice
mark. Placing those marks with appropriate notice on
products and malerials serves 1o alen tha public o the
owner's claims of exclusivity. For exampla, tha sym-
bol “8rsignifies that the accompanying mark has been

registerad as a lederal rademark,

“Competitors normally avoid the use of marks that
are conlusingly similar to marks préviously registerad,
or known 1o be in usa by others, on any relevant Goods
of services,” Long said.

Marks that are not registerad, or for which registra-
tion is being sought, should be idantified by the symbol
== or H[l.l'r.

“This provides notice that the person using the mark
considers il 1o ba a trademark or sanice mark, subjeci
1o righls of exclusivity whan applied 1o particular goods
and senvices,” Long said,

A competilor may have the PTO database searched
1o determine whether the user has obtained or apphed
for a registration of a mark accompanied by the 8", “™
or “** symbaols. The search will reveal pending applica-
tions lor irademark registrations, claimed dates of first
use, the goods or senvices for which the mark is sought
1o ba registered, and whethar the application has been
abandoned or is shill panding.

Long said one of the advantages of applying for fed-
aral rademark registration is that the applicalion imme-
diately enters the national trademark database, and will
be seen by other companies considerng the adoplion
and registration of new rademarks. “In such cases, the
existence of the application for registration may be as
pffectve as an issued registration io deter others from
adopting a similar mark for similar goods or senvices,”
he Gaid.

The effect of using a irademark notice s samilar 1o
that of & patent notice. In any suit for infringement un-
der the Trademark Act, lailure of the registrant to give
notice of the regstration will preclude recovery ol profits
and'or damages, unless the infnnger had actual nolice
ol the registration.
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Motice ol a copyright is also imporant in the
assertion and protection of rights. Copynght pro-
tection attaches 1o any original works that are fixed
in a tangible medium of expression, for example,
literary works, music, plays, advertising, computer
software, moftion pictures and other audio-visual
works. In loday's commercial world, packaging,
advertising and promotional materials, and instruc-
tional matenals should be assumed to contain con-
tent protectable by copyright.

While federal law establishes copyright protec-
tion for all works at inception, registration is required
for enforcement in the L. 5. courts, and early req-
istration can enhance the award of damages. The
copyright notice, © or *Copynight” with the year date
of first publication and the owner's name, should
be attached to each work at the time of first publi-
cation and thereafter.

Long said the copyright notice serves two prin-
cipal functions. First, it provides the viewer with
notice of the claim of copyright in the work. Sec-
ond, the notice of copyright can prevent a defense
of innocent infringement in the mitigation of actual
or statutory damages.

Falsely marking goods with the words “Patent
Applied For™, “Palent Pending” or “Patent” may be

punishable by a fine of up to $500, which can be
assessed per marked article. Any person, includ-
ing a compatitor or former disgruntied amployee,
may sue and receive 50 percent ol any penalty as-
sassed by the court. A fraudulent copyright notice
may subject the perpetralor to a fine of up 1o $2,500.
A false notice of trademark registration could pre-
clude lagal registration or enforcement ol ihe mark.

“The smart businass takes advantage of all nghts
granted to patent, trademark and copyright owners,”
Long concluded. “That means all ahgible products
and materials must be clearly, but property, marked.”
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